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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 10-11, 13-17 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

In claims 2, the polypropylene -based random co-polymer is recited as 
"obtainable" by a polymerization in the presence of a metallocene catalyst. The 
term "obtainable" renders the claims since undue experimentation is involved to 
determine boundaries of protection. This rationale is applicable to polymer 
"obtainable" by a stated process because any variation in any parameter within 
the scope of the claimed process would change the polymer produced. One who 
made or used a polymer made by a process other than the process cited in the 
claim would have to produce a polymer using all possible parameters within the 
scope of the claim, and then extensively analyze each product to determine if this 
polymer was obtainable by a process within the scope of the claimed process. 
See Ex parte Tankslev , 26 USPQ 2d 1389. 

It is noted that claim 17 is recited as an independent claim. None of the 
recited elements have proper antecedent basis. 

Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claim 17 is rejected under 35 U.S.C. 102(b) as being clearly anticipated 
by JP 2-173009 to Mitsui Petrochemical Industries., (hereinafter "Mitsui '009"). 

Mitsui '009 discloses modified polypropylene (PP) resin with Tm of the PP 
as low as 70 C. See page 1 of the translation, parameter (B). 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

Claims 2, 10-11, 13-15 and 17 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Usui et al U.S. Patent 6,800,688 in combination with 
WO 03/057778 to (Komoto et al U.S. Patent 7,208,552 used as English 
language equivalent) and further in combination with Mitsui '009 . 

The rejection of claim 17 is made with the assumption that claim 17 
depends on claim 2. 
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The Usui and Komoto references have been discussed in detail in the 
previous office action. This discussion is incorporated herein by reference. The 
Usui reference does not address the melting temperature (Tm) property of the 
random PP polymer prior to modification, thus implying that random PP of any 
known Tm and generally known to be suitable for the applications disclosed in 
Usiu are suitable for as the underlying PP polymer for invention of Usui. Mitsui 
specifically discloses that random PP co-polymers useful as adhesives should 
have Tm as low as 70 C, (which overlaps with the claims Tm), and, in addition, 
(similarly to the teachings of Komoto), teaches that the PP melting point is a 
veriable governing solubility of the modified PP in solvents. Therefore, is the PP 
polymers disclosed in illustrative examples of Usui do not inherently have Tm 
corresponding to the claimed, it would have been obvious for an ordinary artisan 
to use underlying PP with Tm as low as 70 C to achieve the desired solubility and 
other properties of the polymer that are consistent with low melting temperatures 
of Pp polymers. In the absence of showing of unexpected results that can be 
attributed to low clamed Tm. 

Claim 16 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Usui et al U.S. Patent 6,800,688 in combination with Komoto and Mitsui '009 as 
applied to claim 2 above, and further in view of Kimura et al U.S. Patent 
5,539,043. 

The rejection stands as per reasons of record and discussion of claim 2 

above. 

Response to Arguments 
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Applicant's arguments filed 7-20-2009 have been fully considered but they 
are not persuasive. The applicants argue that Usui fails to teach random PP 
polymers obtained using metallocene catalyst. The applicants further state that 
by using this feature (i.e., metallocene catalyzed PP polymer), not only good 
adhesion, but also good resistance to various solvents is achieved. The 
applicants futher argue that the solvent resistance tests were conducted for much 
longer times in the present application than in Usis patent. None of those 
arguments are found to be convincing for at least the reason that the rejection of 
claims was never issued over the Usui reference alone. The applicants argue 
the advantages of metallocene catalyzed modified PP polymers over the PP 
polymers obtained by Zeigler Natta catalysts disclosed in Usui. The rejection, 
however, was over Usui reference AS MODIFIED in view of Komoto reference, 
and it is the Komoto reference that teaches the feature of metallocene catalyzed 
PP polymers. The question is whether the advantages argued by the applicants 
are unexpected in view of the combined teaching of these two references, not 
Usui alone. The applicants argue that it would not have been obvious to "extract 
the feature (C)" from Komoto and apply to Usui, (i..e, to use metallocene 
catalyzed PP in ivention of Usui). The applicants further state that "Komoto 
discloses that use of the metallocene catalyst results in higher adherence. 
Therefore, it may be obvious for one skilled in the art to improve adherence by 
replacing the Ziegler-Natta catalyst with metallocene catalyst." This statement is 
contradictory to the previous statement that it would not have been obvious to 
"extract the feature (C)" from Komoto and apply to Usui. Specifically, if there is 
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a reason (as admitted by the applicants) to combine references, it does not 
matter what this reason is and whether it is the same reason as the reason that 
motivated the applicants in their invention. As held by the court the reason or 
motivation to modify the reference may often suggest what the inventor has 
done, but for a different purpose or to solve a different problem. It is not 
necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by applicant. See, e.g., In re Kahn, 441 F.3d 977, 
987, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006) (motivation question arises in the 
context of the general problem confronting the inventor rather than the specific 
problem solved by the invention); Cross Med. Prods., Inc. v. Medtronic Sofamor 
Danek, Inc., 424 F.3d 1293, 1323, 76 USPQ2d 1662, 1685 (Fed. Cir. 2005) 
("One of ordinary skill in the art need not see the identical problem addressed in 
a prior art reference to be motivated to apply its teachings."); In re Linter, 458 
F.2d 1013, 173 USPQ 560 (CCPA 1972); In re Dillon, 919 F.2d 688, 16 USPQ2d 
1897 (Fed. Cir. 1990), cert, denied, 500 U.S. 904 (1991). 

The applicants stated that "Komoto does not disclose whether the use 
ofmetallocene catalyst can improve gasoline resistance, gasohol resistance and 
water resistance. Komoto is totally silent about gasoline resistance", and that 
while Komoto includes experimental results of gasohol resistance and water 
resistance, all of the results (of both the Examples and Comparative Examples) 
are simply indicated as "Good" (except for the result of the gasohol resistance of 
Comparative Example 3- (see Table 2 of Komoto), which is apparently attributed 
to the excess amount of chlorine as apparent from the comparison between the 
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comparative Examples 3-2 and 3-3 (see Table 1, column of Chlorine content" of 
Komoto)). Therefore, as to gasohol resistance and water resistance, Komoto 
merely indicates that metallocene catalyst is at the same level as Ziegler-Natta 
catalyst. " 

The examiner, first of all, disagrees such interpretation of Komoto 
reference. The reference expressly states in column 15, lines 31-34, that as 
evidenced "from Table 2, the chlorinated products of propylenic random 
popolymer produced by using metallocene catalyst as a polymerization catalyst 
have better gasohol resistance than that of the chlorinated products of IPP 
produced by using conventional Ziegler Natta catalyst as a polymerization 
catalyst.", thus clearly attributing better gasohol resistance to the catalyst, not the 
amount of chlorine. In addition, contrary to the applicants' interpretation of the 
results in table 2, metallocene catalyzed example 3-3, having 26.1 % chlorine 
has better gasohole resistance that Ziegler Natta catalyzed comparative example 
3-3 having 26 % of chlorine. Thus, better gasohol resistance can be clearly 
attributed to the catalyst, not to the amounts of chlorine by comparing example 3- 
3 with comparative example 3-3 (having all of the other variable pretty much the 
same with the exception of catalyst). It is further noted that the examples and 
comparative examples presented in the instant application (examples 1-5 and 
comparative examples 1-4) also indicate that water resistance is good for either 
metallocene or Ziegler Natta catalyzed modified PP, but gasohol resistance 
worsened for Ziegler catalyzed PP, which is consistent with the disclosure of 
Komoto. In addition, examples 1-5 could not be even probatively compared with 
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each other for conclusive evidence on catalyst influence on the properties since 
the underlying polymers obtained using Ziegler Natta catalyst have significantly 
lower amount of propylene in it. 

The applicants further argue that the properties reported in Komoto are for 
chlorinated polypropylene co-polymers, and the results would be lower for 
unchlorinated PP polymers. This arguments is not convincing at all. As 
discussed above, the DIFFERENCE in properties can be attributed to the 
catalyst ised in polymerization of backbone PP polymer. It is irrelevant what the 
absolute value of any given property is for modified or unmodified PP polymer, 
what is relevant is that a predictable difference is expected in ANY type of 
modified polymer regardlesss of type of modification based on the underlying PP 
polymer (type of catalyst), and this difference is expected, as discussed above, 
and as shown by the Komoto reference for amy modified polymer (see table 2 
and expressed statement evidenced "from Table 2, the chlorinated products of 
propylenic random popolymer produced by using metallocene catalyst as a 
polymerization catalyst have better gasohol resistance than that of the 
chlorinated products of IPP produced by using conventional Ziegler Natta 
catalyst as a polymerization catalyst." of Komoto). 

It is true that the Komoto reference is silent with respect to the gasoline 
resistance. However, 1 - similar trends is normally expected for both gasohol 
and gasoline resistance, and 2 - even is, arguendo, improvement in gasoline 
resistance is unexpected and probatively shown (which it is NOT), discovery of a 
new property of otherwise completely obvious composition or polymer is not 
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tantamount to a patentable invention and does not outweigh the prima facie 
obviousness. 

The last argument is directed to the Tm of the underlying PP. This 
arguments is discussed in the body of the rejection. Insofar as the applicants 
arguments regarding example 14 in table 3 and 4, it is noted that the claimed Tm 
is NOT the Tm of the modified polymer, but the underlying PP, which is not 
measured for comparative example 14, the results are extremely confusing as it 
is impossible to actually understand what constitutes polymer of comparative 
example 14 (defined as comparative example 8 (prototype 9) in [0018]) of the 
instant specification), and even if, the results are shown for Tm 148 of the 
unmodified PP, it is way above the claimed Tm of 130 C, which fails to establish 
the criticality of the claimed T on ANY of the properties of the modified polymer. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Irina S. Zemel whose telephone number is 
(571)272-0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James Seidleck can be reached on (571)272-1078. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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